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Disposition of Claims 

4) |EI Claim(s) 1-7,10-13,16,19 and 20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-7. 10-13. 16. 19 and 20 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^| Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



PTOL-T26 d (Rev e 08-06r 



Office Action Summary 



Part of Paper No./Mail Date 20080813 



Application/Control Number: 10/700,098 Page 2 

Art Unit: 1795 

DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 7/31/08 
has been entered. 

Response to Arguments 

Applicant's arguments with respect to claims 1 -7, 1 0-1 3,16,19 and 20 have 
been considered but are moot in view of the new ground(s) of rejection. 

Regarding the Declaration under 37 CFR 1.132, the declaration is not 
commensurate in scope with the claims. On page 3 of the declaration it states that the 
invention of instant claim 1 is a silane compound boned to silica. However there is no 
recitation anywhere in claim 1 that even remotely refers to a silane compound, and 
there is also nothing in any of the dependent claims either. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Claims 1-7, 10-13, 16, 19 and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 7,179,560 hereinafter Cho in view of U.S. Patent No. 
5,523,181 hereinafter Stonehart. 

Regarding claim 1 , Cho teaches a fuel cell comprising catalyst layers disposed 
on surfaces of the electrolyte for each of the respective electrodes (column 6, lines 5- 
35) and a modified silica that is covalently bonded with an ion-conducting functional 
group (column 3, line 14 - column 4, line 67). 

Cho does not teach that the modified silica is mixed in with the catalyst layer. 

Stonehart teaches a fuel cell wherein silica is added to both catalyst layers of the 
fuel cell (column 5, line 51 - column 6, line 13 and Example 2). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to provide the modified silica of Cho in the catalyst layer of Cho as taught 
by Stonehart in order to improve the ionic conductivity of the catalyst layer by reducing 
the specific resistance of the catalyst layers. 

Regarding claims 2-7 and 10, Cho teaches that the functional group can be a 
hydrocarbon, a proton dissociating group, a sulfinic group, a hydrogen bondable group, 
a hydroxyl group which have a mean molecular weight in the range of 40-10,000 and 
the bond can be with an oxygen atom (column 3, line 13 - column 4, line 27). 

Regarding claim 11-13, the catalyst particles can comprise platinum and an 
electron conductor such as carbon (column 6, lines 15-35). 
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Regarding claim 16, Cho teaches that is preferable to optimize the grain size of 
the modified silica and can have grain size in the range of 2-10 nm (column 4, lines 42- 
43). Cho does not teach that the mean particle diameter ranges from 0.1 to 100 |um. 

Stonehart teaches that the mean particle size of the silica is 0.1 |um (column 6, 
lines 46 et seq.). 

At the time of the invention it would have been obvious to one having ordinary 
skill in the art to optimize the mean particle size of the modified silica grains of Cho as 
taught by Stonehart since it has been held that where the general conditions of a claim 
are disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. In re Aller 105 USPQ 233. 

Regarding claim 19, Stonehart teaches that the catalyst layer has a thickness 
ranging form 0.1 to 10,000 (xm (column 5, lines 15-29). 

The examiner notes that claims 1 and 20 contain product-by-process limitations 
(i.e. elimination reaction). "Product-by-process claims are not limited to the 
manipulations of the recited steps, only the structure implied by the steps". See MPEP 
§2113. Therefore because all of the structure recited in claims 1 and 20 is present in 
the Cho as modified by Stonehart, claims 1 and 20 are included in the above 103(a) 
rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT HODGE whose telephone number is 
(571)272-2097. The examiner can normally be reached on 8:00am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/R. H.I 

Examiner, Art Unit 1795 



/Jonathan Crepeau/ 

Primary Examiner, Art Unit 1795 



